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BEFORE THE BOARD OF PATENT APPEALS 
AND ES[TERFERENCES 



Ex parte SOPHIA KRASIKOV, ROBERT L. HOCH, JOHN F. MORAR, 
and SENTHIL VELAYUDHAM 



Appeal 2010-001454 
Application 10/684,552 
Technology Center 2100 



Before JEAN R. HOMERE, CAROLYN D. THOMAS, and 
ANDREW J. DILLON, Administrative Patent Judges. 

DILLON, Administrative Patent Judge. 

DECISION ON APPEAL 

Appellants appeal under 35 U.S.C. § 134(a) from the Examiner's 
rejection of claims 1-3, 5-9, 14-19, and 21-31. We have jurisdiction under 
35 U.S.C. § 6(b). 

We affirm. 

STATEMENT OF THE CASE 
Appellants' invention is directed to a method, system and computer 
program product for creating a minimum executable unit by receiving at 
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least one block of source code and at least one document element associated 
with the source code, validating consistency between the source code and 
the document element and then building an executable unit responsive to 
both the source code and the document element. See Abstract 
Claim 1 is illustrative, with key disputed limitations emphasized: 

1 . A method for creating a minimum executable unit, the method 

comprising: 

receiving at least one block of source code; 

receiving at least one document element associated 
with the source code; 

demarcating a target audience of the document element; 

validating consistency between the source code and the document 
element; and 

building an executable unit, the executable unit being responsive to 
both the source code and the document element. 



The Examiner relies on the following as evidence of unpatentability: 

Crockett US 5,987,251 Nov. 16, 1999 

WinZip, WinZip ® Self-Extractor Personal Edition, Oct. 2002 
(Hereinafter referred to as "WinZip") 
FCC, FCC Computer Security Notice, Jun. 2002, pp. 1-2 
(Hereinafter referred to as "FCC") 

Dimitri van Heesch, Doxy gen Manual for Version 7.2.70, 2001, pp. 
1-19 

(Hereinafter referred to as "van Heesch") 
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The Rejections 

1. The Examiner rejected claims 26-29 under 35 U.S.C. § 1 12, first 
paragraph, as based upon a non-enabling Specification. Ans. 
3-4/ 

2. The Examiner rejected claims 26-29 under 35 U.S.C. § 101 as 
directed to non-statutory subject matter. Ans. 4-5. 

3. The Examiner claims 1-3, 5-8, 14-19, and 21-25 under 

35 U.S.C. § 103(a) as unpatentable over Crockett and WinZip. 
Ans. 5-10. 

4. The Examiner rejected claims 9 and 25-29 under 35 U.S.C. 
§103 (a) as unpatentable over Crockett, WinZip and FCC. Ans. 
10-12. 

5. The Examiner rejected claims 30 and 3 1 under 35 U.S.C. § 1 03(a) 
as unpatentable over Crockett, WinZip and van Heesch. Ans. 
12-13. 

ISSUES 

1. Under § 1 12, first paragraph, has the Examiner erred in rejecting 
claims 26-29 by finding those claims were not supported by an 
enabling Specification? 

2. Under § 101 has the Examiner erred in rejecting claims 26-29 as 
directed to non-statutory subject matter? 



^ Throughout this opinion, we refer to the Appeal Brief filed May 16, 2008, 
the Examiner's Answer mailed July 22, 2008, the Reply Brief filed July 23, 
2008 and the Supplemental Appeal Brief filed August 26, 2009. 
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3. Under § 103 has the Examiner erred by finding that Crockett and 
WinZip would have taught or suggested a method for creating a 
minimum executable unit which includes demarcating, or 
providing a document element that specifies a target audience for a 
particular document element? 

FINDINGS OF FACT 
We find that the following enumerated findings of fact (FF) are 
supported by at least a preponderance of the evidence. Ethicon, Inc. v. 
Quigg, 849 F.2d 1422, 1427 (Fed. Cir. 1988) (explaining the general 
evidentiary standard for proceedings before the Office). 

1. Crockett discloses an automated document checking tool which 
utilizes a block of source code and a document element, 
demarcates a target audience for the document element and which 
validates the consistency between the source code and the 
document element. Crockett, Figs. 5, elements 52, 56, 58, and Fig. 
6, elements 64 and 68. 

2. WinZip discloses the generation of an executable unit. WinZip, p. 
1, "Self-Extracting Zip File" 

ANALYSIS 
§ 112, First Paragraph 
The Examiner finds that claims 26-29 fail to comply with the 
enablement requirement of 35 U.S.C. §112, first paragraph. Specifically, the 
Examiner finds that "at least one block of source code" cannot provide 
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"executable computer instructions" without being compiled or interpreted. 
Ans. 3-4. 

Appellants argue that those skilled in the art recognize that source 
code may be compiled or interpreted and consequently, the concept of a 
"block of source code providing executable computer instructions" is well 
within the grasp of such skilled in the art individuals. Supp. App. Br. 6. 

We find the Appellants' arguments persuasive that one of ordinary 
skill in this art would grasp the concept of a "block of source code" being 
capable of providing executable computer instructions and consequently we 
find that claims 26-29 are supported by an enabling Specification. 

We therefore find the Examiner erred in rejecting claims 26-29 under 
§ 1 12, first paragraph. 

The § 101 Rejections 

The Examiner has rejected claims 26-29 under 35 U.S.C. §101, as 
directed to non-statutory subject matter. The Examiner finds that the 
program code set forth within claims 26-29 does not appear to produce or 
perform any function and those claims are merely directed to non-functional 
descriptive material. Ans. 4-5. 

Appellants argue that the Examiner has failed to consider the claim as 
a whole, noting that the claims recite "program code embodied on computer- 
readable media" and are thus functional. Supp. App. Br. 8. 

We find that each of the limitations set forth within claim 26 is non- 
functional and merely descriptive in nature, despite the recitation that the 
program code is "executable." Even when non-functional descriptive 
material is recorded or stored in memory or other computer-readable 



5 



Appeal 2010-001454 
Application 10/684,552 

medium, it is treated as analogous to printed matter where what is printed on 
a substrate bears no functional relationship to the substrate and is given no 
patentable weight. See In re Giilack, 703 F.2d 1381, 1385 (Fed. Cir. 1983) 
("Where the printed matter is not functionally related to the substrate, the 
printed matter will not distinguish the invention from the prior art in terms of 
patentability. Although the printed matter must be considered, in that 
situation it may not be entitled to patentable weight."). 

Consequently, for the reasons set forth above, we affirm the 
Examiner's rejection of claims 26-29 under as unpatentable under 35 U.S.C. 
§101, as directed to non- statutory subject matter. 

The § 103 Rejections 

The Examiner finds that claims 1-3, 5-8 14-19, and 21-25 are 
unpatentable under 35 U.S.C. §103 over Crockett and WinZip. The 
Examiner finds that Crockett discloses receiving a block of source code and 
a document element, demarcating a target audience for the document 
element and validating the consistency between the source code and the 
document element. The Examiner admits that Crockett fails to disclose 
building an executable unit responsive to the source code and the document 
element, but finds that WinZip discloses the generation of an executable unit 
which includes both source code and a document element. Ans. 5-6. 

The Appellants argue that Crockett and WinZip fail to disclose 
"demarcating a target audience of the document element" (Claim 1) or 
"including an indicia specifying of a human audience that the document 
element is targeted to" (Claim 14) and that consequently the Examiner's 
rejection of claims 1-3, 5-814-19, and 21-25 is in error. Supp. App. Br. 9-14. 
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We find that Crocket discloses an automated document checking tool 
which utilizes a block of source code and a document element, demarcates a 
target audience for the document element and which validates the 
consistency between the source code and the document element. (FFl). 

We also find that WinZip discloses the generation of an executable 
unit. (FF2). Finally, we find that the argued features of claims 1 and 14 
("target audience" and "indicia specifying of a human audience") are merely 
descriptive in nature and not fimctional, and are not entitled to any 
patentable weight. In a precedential Opinion, an expanded Board panel held 
that nonfiinctional descriptive material (sequence data) did not distinguish 
the claimed computer-based system from a prior art system that was the 
same except for its sequence data. See Ex parte Nehls, 88 USPQ2d 1883, 
1887-88 (BPAI 2008) (precedential).^ 

Consequently we find the Examiner did not err in rejecting claims 1-3, 
5-8, 14-19, 21-25, and claims 9 and 25-31 which were not argued separately 
with particularity. 

CONCLUSION 

The Examiner did not err in rejecting claims 1-3, 5-9, 14-19, and 

20-31. 



' See also Ex parte Mathias, 84 USPQ2d 1276, 1279 (BPAI 2005) 
(informative) {aff'd 191 Fed. Appx. 959 (Fed. Cir. 2006) (stating if a 
claimed phrase cannot alter how the process steps are to be performed to 
achieve the utility of the invention or merely states an intended use or 
purpose for the data, it is not entitled to patentable weight.) 
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ORDER 

The Examiner's decision rejecting claims 1-3, 5-9, 14-19, and 
20-31 is affirmed. 

Because we have affirmed at least one ground of rejection with 
respect to each claim on appeal, the Examiner's decision is affirmed. See 
37 C.F.R. § 41.50(a)(1). 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 

AFFIRMED 



pgc 
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